Amendment and Response 
'Serial No. 10/680,745 

REMARKS 

The undersigned attorney thanks Examiner Hurley for his time and courtesy extended 
during the telephonic interview with him and Inventor Samuel Maggio held on June 2, 2005. 
Applicant appreciates the helpful comments made by the Examiner and hereby amends 
independent claims 1, 21, and 24 and dependent claim 22 consistent with the discussions during 
the interview. Also, as discussed during the interview, Applicant wishes to draw the Examiner's 
attention to a video, available for viewing in a link on Assignee's website www.icmachines.com 
that demonstrates one embodiment of Applicant's invention in operation. The amendments and 
remarks set forth herein are consistent with those discussed during the interview. Applicant 
respectfully submits that this paper serves as the Applicant's statement of the substance of the 
interview in accordance with 37 C.F.R. § 1.133(b) and MPEP § 713.04. 

Before entry of this Amendment and Response, the status of the application according to 

the pending Office action is as follows: 

• Claims 1-6, 21-22, and 24 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
U.S. Patent No. 6,099,091 to Campbell (hereinafter "Campbell"). 

• Claims 1, 7-19, 21-22 , and 24 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by U.S. Patent No. 4,664,212 to Nagatsuka et al. (hereinafter "Nagatsuka"). 

• Claim 20 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Nagatsuka in 
view of U.S. Patent Application No. US 2002/0036108 Al to Jeswine et al. (hereinafter 
"Jeswine"). 

• Claim 23 is allowed. 

Applicant hereby amends claims 1, 21, 22 and 24. No new matter has been introduced by 
these amendments. Support for the claim amendments can be found throughout the 
specification, for example, in paragraphs [0008], [0009], [0012]-[0015], [0048], [0056], [0062], 
and [0069] and in FIGS. 4 and 10. 
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In view of the above amendments and following remarks, reconsideration and withdrawal 
of all grounds of rejection and allowance of claims 1-24 are respectfully requested. 
1. Claims 1-6, 21-22, and 24 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Campbell. Applicant respectfully traverses this rejection to the extent it is maintained over the 
claims, as amended. 

Briefly, Campbell appears to disclose a frame assembly 12 with four wheel assemblies 30 
for use as a pressurized automatic pool cleaner 10. Each wheel assembly 30 has an outer 
cylindrical surface 57 including a plurality of suction members 70. The suction members 70 
successively contact, engage, and disengage a surface 100 of a pool as the apparatus moves about 
the pool during operation. 

Applicant has amended independent claims 1,21, and 24 to recite "A surface traversing 
apparatus adapted to be adhered to a surface by a partial vacuum" including "a frame forming 
a chamber" and a seal "having a substantially closed seal perimeter defining an opening of the 
chamber, the seal perimeter adapted substantially for rolling relative to the chamber and for 
contact with the surface to be traversed to prevent leakage and maintain a seal with the surface" 
Applicant respectfully submits that Campbell fails to be a proper anticipatory reference to 
Applicant's amended independent claims, at least because Campbell does not teach or suggest 
the claimed rolling seal chamber perimeter structure that rolls relative to the chamber. 

In contrast to Applicant's claimed invention, Campbell discloses an apparatus that 
adheres to a surface using a plurality of suction cup members, wherein different suction cup 
members attach and detach from the surface as the wheel assembly rotates. Campbell does not 
disclose a "frame forming a chamber" nor are the suction cup seals of Campbell adapted for 
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"rolling relative to the chamber" The frame of Campbell does not form a chamber, but rather 
supports a drive and other apparatus of the pool cleaner. Further, the suction cup seals of 
Campbell do not "maintain a seal with the surface," but rather attach and detach from the 
surface, as each wheel assembly rotates. This is a fundamentally different structure and method 
of operation than the claimed invention. 

Accordingly, Applicant respectfully submits that independent claims 1, 21, and 24, as 
amended, are allowable over Campbell. Because claims 2-6 and claim 22 depend, either directly 
or indirectly, from independent claims 1 and 21 respectively, and include all of the limitations 
thereof, Applicant respectfully submits that these claims are allowable as well. Dependent claim 
22 has been amended merely to maintain consistent terminology with amended independent 
claim 21, from which it depends. 

Accordingly, reconsideration and withdrawal of the rejection of claims 1-6, 21-22, and 24 
under 35 U.S.C. § 102(b) based on Campbell are respectfully requested. 

2. Claims 1, 7-19, 21-22 , and 24 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by Nagatsuka. Applicant respectfully traverses this rejection to the extent it is maintained over 
the claims, as amended. 

Briefly, Nagatsuka appears to disclose a vacuum wall crawler including a frame 1 and a 
pair of endless belts 4 that each include a plurality of recesses 5 each with a through hole 6. A 
vacuum header pipe 17 distributes vacuum to a plurality of air ejectors 18 that in turn distribute 
vacuum via a plurality of hoses 20 to suction chambers 14 disposed in two support beams 13 
over which the belts 4 ride. Air in the belt recesses 5 is sucked through the suction chambers 14 
to hold the wall crawler against a wall as it moves. 
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Applicant's amended independent claims 1,21, and 24 recite "A surface traversing 
apparatus adapted to be adhered to a surface by a partial vacuum" including "a frame forming 
a chamber" and a seal "having a substantially closed seal perimeter defining an opening of the 
chamber, the seal perimeter adapted substantially for rolling relative to the chamber and for 
contact with the surface to be traversed to prevent leakage and maintain a seal with the surface" 
Applicant respectfully submits that Nagatsuka fails to be a proper anticipatory reference to 
Applicant's amended independent claims, at least because Nagatsuka does not teach or suggest 
the claimed rolling seal chamber perimeter structure that rolls relative to the chamber. 

In contrast to Applicant's claimed invention, Nagatsuka discloses an apparatus that 
adheres to a surface using a plurality of corresponding recesses and suction chambers, wherein 
the seal of each chamber is defined by the surface of the endless belts riding on the support 
beams. Nagatsuka does not disclose a chamber which is formed by the frame with a seal 
perimeter that rolls "relative to the chamber" The recesses of Nagatsuka move with the endless 
belts as the apparatus moves and therefore the seals, defined by the surfaces of the endless belt, 
do not roll "relative to the chamber," Rather, the seals (i.e., the surfaces of the belts) slide 
relative to the chambers. This sliding seal operation and use of complex valving to distribute 
suction on the tracks are identified in Applicant's disclosure as significant limitations of the prior 
art that are overcome by Applicant's claimed rolling seal invention. See, for example, 
paragraphs [0003] and [0004] of the Background section of Applicant's disclosure. Further, as 
the belt recesses of Nagatsuka slide across the chambers, the recesses attach and detach from the 
surface as the endless belts move, and therefore each of the chambers does not "maintain a seal 
with the surface" as claimed in independent claims 1,21, and 24. 
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Accordingly, Applicant respectfully submits that independent claims 1, 21, and 24, as 
amended, are allowable over Nagatsuka. Because claims 7-19 and claim 22 depend, either 
directly or indirectly, from independent claims 1 and 21 respectively, and include all of the 
limitations thereof, Applicant respectfully submits that these claims are allowable as well. 

Accordingly, reconsideration and withdrawal of the rejection of claims 1, 7-19, 21-22 , 
and 24 under 35 U.S.C. §102(b) based on Nagatsuka are respectfully requested. 
3. Claim 20 stands rejected under 35 U.S.C. §103(a) as being unpatentable over Nagatsuka 
in view of Jeswine. Applicant respectfully traverses this rejection to the extent it is maintained 
over the claims, as amended. 

Briefly, Jeswine appears to disclose a traction unit 22 for traversing and turning on a 
surface 23 such as a wall or a ceiling. The unit 22 includes a plurality of trucks 50 to propel the 
unit 22 over the surface 23, and a plurality of suction cups 54 that attach and release from the 
surface 23 as the unit moves across the surface 23. The unit can include a control system 28, 
including a micro-processor, to coordinate the attachment and release of the suction cups 54. 

Applicant respectfully submits that the disclosure of Jeswine fails to cure the deficiencies 
of Nagatsuka with respect to amended independent claim 1, as explained in section 2 above. 
Specifically, Jeswine fails to teach, suggest, or motivate one skilled in the art to contemplate a 
surface traversing apparatus with ''a frame forming a chamber" and a seal "having a 
substantially closed seal perimeter defining an opening of the chamber, the seal perimeter 
adapted substantially for rolling relative to the chamber and for contact with the surface to be 
traversed to prevent leakage and maintain a seal with the surface" Applicant, therefore, 
submits that neither Jeswine, nor Nagatsuka, alone or in proper combination, provides the 



Page 10 of 11 



Amendment and Response 
'Serial No. 10/680 J 45 



teaching, suggestion, or motivation for one skilled in the art to arrive at Applicant's invention, as 
recited in amended independent claim 1. Since dependent claim 20 depends from claim 1 and 
includes all of the limitations thereof, claim 20 is patentable, as well. 

Accordingly, Applicant respectfully requests reconsideration and withdrawal of the 
rejection of claim 20 under 35 U.S.C. § 103(a) as being unpatentable over Nagatsuka in view of 
Jeswine. 

4. Lastly, as discussed in the interview, none of the prior art of record, including the art cited 
in the Supplemental IDS filed on April 15, 2005, corresponding to and including an International 
Search Report in counterpart International Patent Application No. PCT/US2004/032846 
anticipates or renders obvious any of claims 1-24, as amended, for at least the reason cited in the 
Examiner's Interview Summary. An initialed PTO Form- 1449 is respectfully requested. 



In view of the foregoing, Applicant respectfully requests reconsideration, withdrawal of 
all grounds of rejection, and allowance of claims 1-24 in due course. The Examiner is invited to 
contact Applicant's undersigned representative by telephone at the number listed below to 
discuss any outstanding issues. 



CONCLUSION 



Respectfully submitted, 



Date: June 10, 2005 
Reg. No. 35,370 




Tel. No.: (617) 570-1267 
Fax No.: (617) 523-1231 



Attorney for Applicant 
Goodwin Procter LLP 
Exchange Place 



Boston, Massachusetts 02109 
Customer No. 051414 
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